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REMARKS 

Information Disclosure Statement 

Applicant respectfully asks the Examiner to consider the IDS filed on 05/16/2007 
and include a signed and initialed copy thereof in the next Office action. 

Claim Rejection 

Claims 1 -1 9, 21 -35, and 37-39 were rejected under 35 USC 1 03(a) as being 
unpatentable over US Pub. No. 2005/0015477 ("Chen") in view of US Pat. No. 
6,892,288 ("Blasco"). For a claim to be obvious over a combination of references, the 
references must disclose, teach, or suggest all of the elements as recited in the claims. 
MPEP 2143 ("[T]he prior art reference ... must teach or suggest all the claim 
limitations."). Also, there must be some reason why one of ordinary skill in the art would 
have been led to the claimed combination. MPEP 2143 ("[T]here must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference..."). 
Because the rejection does not meet either standard, it should be withdrawn. 

1 . Chen and Blasco fail to teach or suggest all of the claim elements 

Claim 1 has been amended to include: "scheduling a host-scheduled backup 
operation, wherein the host-scheduled backup operation comprises pre-selected data 
from the host for backup on the peripheral data storage system and a start time for the 
host-scheduled backup operation..." Chen and Blasco, alone or combined, fail to teach 
or suggest this element. 

Contrary to claim 1 , Chen is directed to "a server management method and 
system, which is capable of facilitating efficient server management through a server 
scheduling mechanism." (Chen at parag. 7) (emphasis added). Specifically, Chen is 
directed to solving the problem of scheduling system maintenance for the server and to 
safely terminate server operations before a power failure takes place. (Chen at parags. 
5-6) 
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The Office Action cited to the remote terminal device 300 as the claimed host 
system, however, Chen does not disclose, teach, or suggest using the storage server 
1 20 to backup data from the remote terminal device 300. The Office Action quotes 
"perform data backup" in paragraph 21 , but this quote is taken out of context. The full 
quotation clearly refers to backing up data from the storage server 1 20, not data from 
the remote terminal device 300: "The scheduling command is used to ... perform data 
backup of the storage service [sic: server] 120." (Chen at parag. 21) (emphasis 
added). There is no disclosure of how or when data from the storage server 1 20 would 
be backed up on another storage device. The Office Action also cites to paragraphs 28- 
31 , yet these paragraphs also do not teach or suggest data backup from the remote 
terminal device 300 to the storage server 120. 

Amended claim 1 further recites "powering-up the peripheral data storage system 
from the host system at the start time based on the host-scheduled backup 
operation..." While Chen teaches to power on the storage server 120, it does so 
according to an alarm time for system maintenance that is entirely unrelated to a start 
time for a host-scheduled backup operation per claim 1 . Tellingly, after Chen discloses 
that "the alarm unit 104 drives the power supply unit 108 to power-on in order to actuate 
the storage server 120," Chen does not disclose any further operations, let alone any 
operations related to data backup such as transmitting pre-selected data. (Chen at 
parags. 31-32) 

Amended claim 1 further recites "powering-down the peripheral data storage 
system from the host system upon completion of the host-scheduled backup operation." 
While the Office Action cites to paragraph 21 for this element, as discussed above, this 
teaching is directed to backing up storage server 1 20, not the host system. The cited 
paragraphs 24-27 are likewise devoid of any teaching or suggestion of data backup, let 
alone any data backup of host system data according to claim 1 . Moreover, the 
powering down in Chen occurs based on the "power-off time setting" from the user 
which is related to system maintenance (Chen at parag. 25), thus it does not occur 
"upon completion of the host-scheduled backup operation" as recited in claim 1 . 

2. Blasco teaches away from the claimed invention 
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The Office Action concedes that Chen does not teach of transmitting pre- 
selected data to the peripheral data storage system from the host system, but asserts 
that Blasco provides this teaching. "The mere fact that the prior art may be modified in 
the manner suggested by the Examiner does not make the modification obvious unless 
the prior art suggested the desirability of the modification." See In re Fritch, 972 F.2d 
1260; 23 U.S.P.Q.2D (BNA) 1780 (1992). 

Combining the teachings of Blasco with Chen would render the device in Chen 
inoperable, which teaches away from the claimed invention. Blasco teaches to power- 
down the entire system - i.e., the storage device and the host system - after completing 
the backup operation. (Blasco at FIG. 1 ; col. 2, lines 25-31) If the storage device and 
the host system in Chen - i.e., remote device 300, network server 110 and storage 
server 120 - were powered-down according to Blasco, Chen would not be able to 
perform a scheduled backup operation (assuming for the sake of argument that Chen 
discloses a scheduled backup operation). Specifically, after the host in Chen was 
powered-down according to Blasco, it could not power itself up again according to a 
scheduled backup operation, which would also prevent the host from powering-up the 
storage device. See Chen at paragraphs 29-31 . Because it would result in an 
inoperative device, combining Blasco and Chen teaches away from the claimed 
invention. See McGinley v. Franklin Sports, Inc., 262 F.3d 1339, 1354 (Fed. Cir. 2001) 
("If references taken in combination would produce a 'seemingly inoperative device,' we 
have held that such references teach away from the combination and thus cannot serve 
as predicates for a prima facie case of obviousness.") (citations omitted). 

Moreover, if Blasco were combined with Chen, the network server 1 10 in Chen 
would be prevented from "allowing] the remote terminal device 300 to perform data 
access according to user's commands and requirements" (Chen at paragraph 16) and 
from receiving "management information sent by the user via a remote terminal device 
300" (Chen at paragraph 19). Consequently, combining Blasco with Chen would render 
Chen unsuitable for its intended purpose, which is improper. See also MPEP 2143.01 , 
Section V ("If proposed modification would render the prior art invention being modified 
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unsatisfactory for its intended purpose, then there is no suggestion or motivation to 
make the proposed modification.") (citation omitted); MPEP 2145, Section X.D. 

Applicant respectfully submits that claim 1 is allowable. Amended independent 
claims 21 , 38, and 39 - and dependent claims 2-19, 22-35, and 37 - are allowable for 
the same reasons as discussed above. 

CONCLUSION 

Applicant respectfully submits that the pending claims should be allowed. If a 
telephone conversation would be helpful, please contact Applicant at the number listed 
below. 

The Commissioner is hereby authorized to charge payment of any required fees 
associated with this Communication or credit any overpayment to Deposit Account No. 
23-1209. 

Respectfully submitted, 

Date: September 19, 2007 By: /Brian E. Jones/ 

Brian E. Jones, Esq. 
Reg. No. 51,855 



WESTERN DIGITAL TECHNOLOGIES, INC. 
2051 1 Lake Forest Drive 
Lake Forest, CA 92630 
Tel.: (949) 672-7000 
Fax: (949) 672-6604 
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